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DETAILED ACTION 
Continued Examination Under 3 7 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1. 17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 5/9/2006 has been entered. 

2. All outstanding objections and rejections are withdrawn in light of applicant's 
amendment filed 5/9/2006. 

3. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior office action. 

Specification 

4. The substitute specification meets the requirements of 37 CFR 1 .125(b) and (c) and has 
been entered. 

Claim Rejections - 35 USC § 103 

5. Claims 1-5 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Simpson (US 4,379,109). 

Simpson discloses composition (col. 3, lines 44-55) comprising 15-85 vol. % ceramic 
powder (col. 2, lines 50-63), 5-70 vol. % polyolefin binder having a high molecular weight of at 
least 150,000 (col. 2, line 64 to col. 3, line 32), 10-70 vol. % plasticizer (i.e., solvent) (col. 3, 
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lines 32-43), and 0.5-10 wt % of a thickening agent such as polyvinyl alcohols and acetate and 
acrylic copolymers (col. 4, line 62 to col. 5, line 5). While the amounts are in vol. %, it is the 
examiner's position that it is intrinsic that the broadly disclosed vol. % amounts overlap with the 
presently claimed amounts in wt %, absent evidence to the contrary. Note the Example in col. 6 
where 7.5 wt % of polyethylene is utilized. 

While Simpson does not exemplify a composition comprising ceramic powder, 
polyolefin binder with a molecular weight of 400,000 or more, plasticizer, and thickening agent 
in explicit amounts which fall within the presently claimed amount ranges, this does not negate a 
finding of obviousness under 35 USC 103 since a preferred embodiment such as an example is 
not controlling. Rather, all disclosures "including unpreferred embodiments" must be 
considered. In re Lamberti 192 USPQ 278, 280 (CCPA 1976) citing In re Mills 176 USPQ 196 
(CCPA 1972). Therefore, it would have been obvious to one of ordinary skill in the art to utilize 
an emulsion composition comprising ceramic powder, polyolefin binder with a molecular weight 
of 400,000 or more, plasticizer, and thickening agent given that Simpson teaches each one. 

With respect to claim 2, Simpson discloses that, depending on the desired physical 
properties of the final product, the high molecular weight polyethylene can be blended with 
standard lower molecular weight polyethylene, to the extent that a too low overall molecular 
weight of the blend and consequent brittleness of composition are avoided (col. 3, lines 10-15); 
however, Simpson does not disclose specific amounts of the lower molecular weight 
polyethylene. 

Even so, it is the examiner's position that the amount of lower molecular weight 
polyethylene is a result effective variable because changing them will clearly affect the type of 
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product obtained. See MPEP § 2144.05 (B). Case law holds that "discovery of an optimum 
value of a result effective variable in a known process is ordinarily within the skill of the art" 
See In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). In view of this, it would have 
been obvious to one of ordinary skill in the art to utilize appropriate amount of polyethylene, 
including those within the scope of the present claims, so as to produce desired end results, i.e., 
decreased brittleness of the composition. 

6. Claims 10-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Simpson 
(US 4,379,109) in view of Pieterse et al (US 5,268,415). 

The discussion with respect to Simpson in paragraph 5 above is incorporated here by 
reference. 

While Simpson discloses the use of plasticizer solvents such as glycols to facilitate the 
dispersion of the ceramic material, decrease the viscosity of the mixture and mixing required, 
and improves the flexibility of the green sheet (col. 3, lines 33-43), it fails to teach other solvents 
like presently claimed. 

Pieterse et al discloses a green sheet slurry containing a higher molecular weight (at least 
Mw of 400,000) and teaches the use of various solvents such as paraffins, decahydronaphthalene, 
tetrahydronaphthalene, naphthalene, toluene, and xylene to prepare the green sheets (col. 2, lines 
10-23). 

Given that Pieterse et al teaches the use of suitable solvents which behave as a plasticizer 
in a composition to prepare green sheets, it would have been obvious to one of ordinary skill in 
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the art to utilize one of the solvents of Pieterse et al in the green sheet composition of Simpson 
and thereby arrive at the presently cited claims. 

Response to Arguments 
7. Applicant's arguments filed 5/9/2006 have been fully considered but they are not 
persuasive. Specifically, applicant argues (A) that Simpson does not discloses or suggest a that 
its composition can be made into "a thin green sheet comprising at thickness of 10 \xm or less by 
extruding the composition into an extruded sheet and stretching the extruded sheet" and (B) that 
Simpson only discloses that its high molecular weight polymer has a molecular weight of at least 
150,000 and not the presently claimed at least 400,000. 

With respect to argument (A), case law holds that a recitation of the intended use of the 
claimed invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the prior 
art structure is capable of performing the intended use, then it meets the claim. See In re Casey, 
152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). There is no 
suggestion in the prior art or evidence by the applicant that shows that the composition could not 
perform the presently claimed intended use. 

With respect to argument (B), Simpson teaches an amount of at least 150,000 which 
clearly overlaps in scope with the presently claimed molecular weight of at least 400,000. 
Furthermore, applicant has not established any criticality for the molecular weight of at least 
400,000. Hence, the amount of 400,000 is prima facie is obvious over Simpson. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Vickey Ronesi whose telephone number is (571) 272-2701. The 
examiner can normally be reached on Monday - Friday, 8:30 a.m. - 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571) 272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Vickey Ronesi 



7/17/2006 





